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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 

2. Claims 2-8 and 1 1-19 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 2 is indefinite because it is unclear how the chemicals can undergo an 
exothermic 

chemical reaction prior to heating since it is the exothermic reaction which results in the 
solution being heated. Specifically, the heating and the exothermic chemical reaction 
occur simultaneously. If the exothermic reaction results in the heating of the solution f 
then claim 2 is rendered indefinite because it is unclear how the compounds can 
undergo an exothermic reaction prior to heating since the exothermic reaction results in 
heating of the solution. Additionally, if the solution is heated up with an exothermic 
reaction, as recited in claim 1, claim 2 is indefinite because it is unclear how then 
exothermic reaction occurs prior to heating since claim 1 suggests that heating and an 
exothermic reaction occurs simultaneously. Claims 3-8 are indefinite because of its 
dependency. Claims 11-12 and 17-18 are indefinite because of the term "mild acid". 
The term "mild" is a relative term and it is unclear what one would consider as "mild 
acid". Does "mild" refer to concentration, pH, or cleaning effectiveness of the acid. The 
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examiner suggests amending the claim to recite the term "acid" instead of "mild acid". 
Applicant argues that the term "mild acid" is well known in the art as evidenced by prior 
art patents which recite "weak acid". Applicant's arguments are not persuasive because 
applicant is not claiming a "weak acid" and each case is examined based on its own 
merits. Claim 8 is indefinite because it is unclear whether applicant intends a phase 
change from a solid phase to another solid phase or from a solid phase to another 
phase which is not solid. Claims 13-16 are indefinite because of its dependency. 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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5. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

6. Claims 1-3, 8-9, 24-25, and 28-29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Pieroni et al. (US2002/01 12741 ). 

Pieroni et al. teach a hand-held scrubbing device for cleaning a surface. In the 
Embodiment of Fig. 3, Pieroni teaches a heating element 62 which can be a non- 
electrical heating element, such as a chemical heating element impregnated in the 
scrubbing surface which employs a chemical which creates heat through an exothermic 
reaction when contacted with water. 

Pieroni fails to teach recovering soiled cleaning solution from the surface. It 
would have been obvious to a person of ordinary skill in the art to remove the soiled 
cleaning solution from the surface for purposes of removing contaminants thereon. In 
reference to claim 2, refer to paragraph 45. In reference to claim 3, one would 
reasonably expect a phase change to occur since element 62 of Pieroni must be a solid 
which reacts with the water in order to generate an exothermic reaction. In view of the 
indefiniteness of claim 8, the limitations are met by Pieroni. In reference to claim 9, 
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Pieroni teaches contacting the chemical 62 with water to produce an exothermic 
reaction. In reference to claims 24-25 and 28-29, Pieroni teaches transferring the heat 
directly to the cleaning solution as a result of the chemical reacting with water and 
transferring the heat indirectly to the cleaning solution as result of heating the scrubbing 
element which contacts the cleaning solution. 

7. Claims 10-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pieroni et al. (US2002/01 12741) in view of Pace et al. (US2002/0040503). 

Pieroni et al. teach the invention substantially as claimed with 
the exception of an exothermic reaction resulting from acid/base reactions. Pace 
teaches a process for cleaning a substrate by contacting the substrate with first and 
second compositions, wherein upon contact of said two compositions, heat is generated 
and the cleaning performance is improved. In paragraphs 57-59, Pace teaches heat 
generation by reacting an acid with a base. The reagents include organic and inorganic 
acids and bases. It would have been obvious to a person of ordinary skill in the art to 
have modified the chemical of Pieroni et al. to include acid/base reactions, as taught by 
Pace et al., for purposes of generating an exothermic reaction to form a heated fluid, 
thereby enhancing the cleaning performance of the substrate. 

In reference to claims 1 1 , and 17-20, the limitations are met since Pace et al. 
teach the same acids and bases as the claimed invention. In reference to claims 21-23, 
refer to paragraphs 58-59 of Pace. 

In reference to claims 12-13, Pieroni in view of Pace fails to teach stearic acid. 
However, it would have been within the level of the skilled artisan to modify the modified 
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method of Pieroni to include the stearic acid, since stearic acid is an organic acid and 
Pace teaches using organic acids to form an exothermic reaction. In reference to 
claims 14-16, Pieroni in view of Pace fails to teach triethanolamine. However, it would 
have been within the level of the skilled artisan to modify the modified method of Pieroni 
to include triethanolamine, since triethanolamine in an organic base and Pace teaches 
using organic bases such as alkylamines to form an exothermic reaction. 
8. Claims 64-65, and 67 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Pieroni et al. (US2002/01 12741) in view of Sham (5341541). 

Pieroni et al. teaches heating and applying the solution to the surface to be 
cleaned. Pieroni fails to teach recovery of the cleaning solution using suction. Sham 
teaches a portable cleaning apparatus for heating the cleaning solution prior to the step 
of dispensing the cleaning solution unto the surface to be cleaned. Sham further 
teaches a suction nozzle for recovery of the fluid into the recovery tank (Abstract). The 
suction nozzle dries the surface by removing the applied solution, as well as the dirt and 
debris from the surface being cleaned and carries it to the recovery chamber (col. 4, 
lines 45-50). It would have been obvious to a person of ordinary skill in the art to modify 
the method of Pieroni to include recovering the cleaning solution by suction, as taught 
by Sham, for purposes of drying the surface by removing the cleaning solution, dirt and 
debris from the surface being cleaned. 
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Allowable Subject Matter 

9. Claims 4-7 and 26-27 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

10. The following is a statement of reasons for the indication of allowable subject 
matter: The prior art fails to teach the limitations as recited in claims 4-7 and 26-27. 

Response to Arguments 

1 1 . Applicant argues that the prior art is nonenabling and therefore the reference of 
Pieroni is not prior art under 35 U.S.C. 103. Applicant's arguments are unpersuasive for 
the following reasons. When the reference relied on expressly anticipates or makes 
obvious all the elements of the claimed invention, the reference is presumed to be 
operable. Once such a reference is found, the burden is on applicant to provide facts 
rebutting the presumption of operability. In re Sasse, 629 F.2d 675, 207 USPQ 107 
(CCPA 1980). See MPEP 716.07. Pieroni teaches a porous scrubbing surface with an 
open-celll structure to enhance cleaning and passage of the cleaning composition 
through the scrubbing surface. Paragraph 29 teaches various types of cleaning 
compositions which are impregnated in the scrubbing surface and released therefrom 
for use to clean the item. Paragraph 29 also teaches scrubbing by heat activation. 
Therefore, the disclosure of Pieroni is not non-enabling, as suggested by applicant. 
The burden is shifted on applicant to provide facts rebutting the presumption of 
operability. 
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Additionally, Pieroni is not required to give examples of specific chemicals which 
create heat through an exothermic reaction when contacted with water in order to prove 
operability. Applicant's arguments are not commensurate in scope since claim 1 does 
not recite a specific chemical which creates heat through an exothermic reaction when 
contacted with water nor does claim 1 recite water. Additionally, paragraph 29 of 
Pieroni teaches that the cleaning composition impregnated in the scrubbing surface can 
be a solid. Paragraph 45 teaches the chemical heating element impregnated in the 
scrubbing surface. Based on these two recitations, the non-electrical heating element 
can be a chemical impregnated in the scrubbing surface which is in the form for a solid. 

12. Applicant argues that Pieroni fails to teach recovery of soiled cleaning solution 
from the surface since Pieroni teaches cleaning hard surfaces such as dishes, and one 
skilled in the art would normally wash away the soiled cleaning solution, rather than 
recover it Applicant's arguments are unpersuasive since Pieroni also teaches cleaning 
flooring and it is well known and conventional in the art to recover cleaning solution for 
reuse, as evidenced by Kasper et al. (6131237). 

13. Applicant argues that there is no teaching of a solid chemical heating element. 
Applicant's arguments are unpersuasive. Paragraph 29 of Pieroni teaches that the 
cleaning composition impregnated in the scrubbing surface can be a solid. Paragraph 
45 teaches the chemical heating element impregnated in the scrubbing surface. Based 
on these two recitations, the non-electrical heating element can be a chemical 
impregnated in the scrubbing surface which is in the form for a solid. 
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14. Applicant argues that Pieroni fails to teach a phase change form one solid phase 
to another. Applicant's arguments are unpersuasive in view of the indefiniteness as 
described above. Pieroni teaches a solid phase chemical element which when 
combined with water, produces a liquid cleaning solution that is scrubbed on the 
substrate surface. 

In reference to claims 24 and 28, Pieroni teaches transferring the heat directly to the 
cleaning solution as a result of the chemical reacting with water and transferring the 
heat indirectly to the cleaning solution as result of heating the scrubbing element which 
contacts the cleaning solution. Additionally, Pieroni teaches heating the scrubbing 
surface to a temperature of about 35-50 degrees C (paragraph 45). The heating of the 
scrubbing surface also heats the cleaning solution since the cleaning solution is 
contacting the scrubbing surface. 

15. Applicant argues that there is no reason to combine the teachings of Pieroni with 
Pace because a) Pace teaches a different process (i.e. cleaning fabrics), b) the 
disclosures are mutually exclusive, and c) there is no suggestion to combine. 
Applicant's arguments are unpersuasive since both references are directed to 
enhancing cleaning performance by producing an exothermic reaction. The secondary 
reference of Pace is relied upon to teach that it is conventional in the art to generate 
exothermic reactions based on acid/base reactions. It would have been well within the 
level of the skilled artisan to modify the chemicals used in the method of Pieroni, to 
include acid/base reagents, as taught by Pace, for purposes of generating an 
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exothermic reaction. Pace is relied upon to teach common and conventional reagents 
used to produce an exothermic reaction. 

1 6. Applicant argues that there is no suggestion to combine the teachings of Pieroni 
with Sham because there is no suggestion to recover the soiled cleaning solution of 
Pieroni since Pieroni cleans dishes. Applicant's arguments are unpersuasive since both 
references teach cleaning flooring and it is well known and conventional in the art to 
recover cleaning solutions for reuse as evidenced by Kasper et al. (6131237). 

17. This application contains claims 30-58 drawn to an invention nonelected with 
traverse in Paper filed 3/28/2005. A complete reply to the final rejection must include 
cancellation of nonelected claims or other appropriate action (37 CFR 1 .144) See 
MPEP§ 821.01. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 



1 8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sharidan Carrillo whose telephone number is 571-272- 
1297. The examiner can normally be reached on Monday-Friday, 6:00a.m-2:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Barr can be reached on 571-272-1414. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Sharidan Carrillo 
Primary Examiner 
Art Unit 1746 




